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r - The MAfUNG DATE offhts communication appears on the cover sheet with the correspondence address - 

Period for Reply jO -icv^j^ 

] A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE j MONTFf(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION, 

- Extens.ons I'me may be available jnaer 1*^6 provisions of 37 CFR M36(a:. in r.o event, however, may a reply be timely filed 
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i Status 

1)3 Responsive to communication(s) filed on 15Febfvai v 2002 . 

I 2a)n This action is FINAL. 2b)[I\ This action is non-final. 

3)l] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
1 closed in accordance with the practice under Ex parte Ouayle. 1935 CD. 11. 453 O.G. 213. 

' Disposition of Claims 

: 4)13 Claim(s) 1-47 is/are pending in the application. 
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5)n Claim(s) is/are allowed. 
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1 6)!I] Claim(s) is/are rejected. 

J /)□ Claim(s) is/are objected to. 
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10)C The drawing(s) filed on is- are aQ eccepied or b:G objected to by the Examiner. 

• Acp'^cani may noi reqces: \ra\ any ODjec:ion lo tne d-awingis) oe heic in abeyance See 37 CFR 1 SSfa) 

1 The proposed drawing correction filed on is: a)C approved b)^ disapproved by the Examiner 

• !f aoDrovec. co "ec:ed cravv- ^gs ere requ.r'ed reply *.o th s C^f-ce aci:on. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D AcknowledgfTient is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
I a)D All b)U Some ' 0)3 None of: 

1.LJ Certified copies of the phority documents have been received. 

I 2.D Certified copies of the priority documents have been received in Application No. . 

3.LJ Copies of the certified copies of the priority documents have been received in this National Stage 
! application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-14. drawn to a system for sorting multicellular organisms 
comprising a population of multicellular organisms and an 
instrument for detecting a location of spatially distinct, optical 
detectable, phenotypic characteristics and for orienting the worm 
along its longitudinal axis, classified in class 356, subclass 73. 

II. Claims 1 5-22, drawn to an instrument for analyzing and selectively 
dispensing elongate multicellular organisms having a source 
containing multicellular organisms, means for causing a fluid 
suspension, means for aligning the elongate multicellular organisms, 
a light source, a first detector, and a fluid switch downstream of a 
point, classified in class 356, subclass 39. 

III. Claims 23-47, drawn to a process for analyzing elongate multicellular 
organisms by flow cytometry, classified in class 800, subclass 13. 

The inventions are distinct, each from the other because of the following reasons: 
Inventions 1 and (II and 111) are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1) the combination as 
claimed does not require the particulars of the subcombination as claimed for 
patentability, and (2) that the subcombination has utility by itself or in other 
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combinations (MPEP § 806.05(c)). In the instant case, the combination as claimed 
does not require the particulars of the subcombination as claimed because the 
Patentability of the combination (Group I) does not required a particular of the 
subcombinations as claimed (Group II and III). The subcombination has separate utility 
such as laser scanning device, fluorometers, quantum counters, and capillary 
electrophoresis detectors. 

Inventions II and III are related as process and apparatus for its practice. The 
inventions are distinct if it can be shown that either: (1 ) the process as claimed can be 
practiced by another materially different apparatus or by hand, or (2) the apparatus as 
claimed can be used to practice another and materially different process. (MPEP § 
806.05(e)). In this case, the apparatus as claimed can be used to practice another 
different process, for example, the multicellular organisms apparatus can be processed 
biochemical pathvv^ays in vito, Caenorhabditis elegans, or drug discovery. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

Because these inventions are distinct for the reasons given above and the 
search required for Group II is not required for Group III restriction for examination 
purposes as indicated is proper. 

This applicant contains claims directed to following patentably distinct species of 
claimed invention: If applicant is elected by group Hi (claims 23-47). following election of 
species is required: 
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a. Claim 23-35, draw to a process for analyzing elongate multicellular 
organisms by cytometry comprising creating a population of test organisms, subjecting 
the population to a test treatment, analyzing members of population of the test 
organisms, and using the detected marker pattern to determine status of the second 
feature on each of the members analyz ed. 

b. Claim 36-47; draw to a process for prepahng a model strain of elongate 
multicellular organisms having creating a marker pattern, creating a test strain of 
organisms, and creating a model strain by combing the marker pattern from the marker 
strain with the test features from the test strain so that each organism of the model 
strain displays both the marker pattern and at least one test pattern . 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Currently, no claim is generic. 

Applicant is advised that a reply to this requirement must include an identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An argument that a claim 
is allowable or that all claims are genenc is considered nonresponsive unless 
accompanied by an election. 

Upon the allowance of a genenc claim, applicant will be entitled to consideration 
of claims to additional species which are wntten in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1 .141 . If claims 
are added after the election, applicant must indicate which are readable upon the 
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elected species. MPEP § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions unpatentable over 
the prior art, the evidence or admission may be used in a rejection under 35 
U.S.C. 103(a) of the other invention. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. 

A telephone call was made to Brenda Herschbach Jarrell, Ph.D. on 09/16/03 to 
request an oral election to the above restriction requirement, but did not result in an 
election being made. 

Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 
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Any inquiry concerning this comnnunication or earlier communications from the 
examiner should be directed to Sang H Nguyen whose telephone number is 703-308- 
6426. The examiner can normally be reached on M-F 9AM-6PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiners 
supervisor, Frank Font can be reached on 703-308-4881 . The fax phone number for 
the organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 





Nguyen, Sang 



09/17/2003 



